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DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so as 
to prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. 
A nonstatutory obviousness-type double patenting rejection is appropriate where 
the conflicting claims are not identical, but at least one examined application 
claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the 
reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. 
Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In 
re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 
1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 
1 .321(d) may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or 
patent either is shown to be commonly owned with this application, or claims an 
invention made as a result of activities undertaken within the scope of a joint 
research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b). 

2. Claims 1-4, 7, 10-13, 16, and 19-20 are provisionally rejected on the 
ground of nonstatutory obviousness-type double patenting as being unpatentable 
overclaims 1-4, 7, 13-15, 18, and 21 of copending Application No. 10/546746. 
Although the conflicting claims are not identical, they are not patentably distinct 
from each other because copending application claims a method which would 
result in the composition of instant application. 



Instant Claims 


Copending Application 


1. A silicone rubber sponge emulsion composition, 
which 

comprises (A) a liquid silicone rubber base 


1. A method of manufacturing a silicone rubber said 
method comprising: 
a first stage comprising 
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comprising (a-1) 

a liquid diorganopolysiloxane having at least two 
alkenyl 

groups per molecule or (a-1) a liquid 
diorganopolysiloxane 

having at least two alkenyl groups per molecule and 

(a-4) a 

reinforcing filler, (a-2) an organopolysiloxane 

having at least 

two silicon-bonded hydrogen atoms per molecule, 
and (a-3) 

a platinum catalyst, ( B ~ )an aqueous solution of 
(b-1) a 

water-soluble polymer, and (C) an emulsifying 
agent, and in 

which (a-1) to (a-3) or (a-1) to (a-4) in component 
(A) form 

an addition-curable type liquid silicone rubber 
composition, 

component (Bl) is contained in a proportion 

ranging from 50 

to 250 parts by weight and component (C) is 

contained in a 

proportion ranging from 0.1 to 10 parts by weight 
per 100 

parts by weight of the total of (a-1) to (a-3) or the 
total of 

(a-1) to (a-4) in component (A). 



(1 -1) the step of preparing an aqueous dispersion of 
a filler 

composed of 10 to 300 part by weight of water that 
contains a water-soluble polymer (E), 1 to 40 part 
by 

weight a finely powdered silica filler (B), 0 to 500 
part 

by weight of a conductive filler (C), and 0 to 500 

part 

by weight of a non-conductive inorganic filler (D) 
excluding the finely powdered silica filler, where 
the 

total amoimt of components (B), (C), and (D) is 
within 

the range of 1 to 500 part by weight; and 

(1-2) the step of preparing an aqueous emulsion by 

stirring and mixing in an arbitrary sequence the 

aforementioned 

aqueous dispersion of a filler with the following 
components: 1 00 part by weight of an 
organopolysiloxane 

(A) that contains in one molecule at least 

two silicon-bonded alkenyl groups and thai has a 

viscosity oJ' 100 lo 500,000 mPa.s al 25' C; 0.1 to 

10 

part by weight of an emulsification agent (F); and a 
curing agent (G); and 

a second slagc for obtaining the silicone rubber, the 
second stage comprising 

(2-1) curing the aqueous emulsion prepared in the 

aforementioned 

first stage, forming a wet siUcone-rubber 

like cured body, and then 

removing water from the aforementioned wet 

siliconerubber 

like cured body; or 

dehydrating and curing the aqueous emulsion 
prepared in 

the aforementioned first stage. 



2. A method for producing the silicone rubber 

sponge 

emulsion composition according to claim 1, wherein 

an 

addition- curable type liquid silicone rubber 
composition is 

prepared by mixing (A) a liquid silicone rubber base 
made 

up of (a-1) a liquid diorganopolysiloxane having at 

least two 

alkenyl groups per molecule, or (a-1) a liquid 
diorganopolysiloxane 

having at least two alkenyl groups per molecule 
and (a-4) a reinforcing Filler, (a-2) an 



2. The method of manufacturing a silicone rubber 
according 

to claim 1, wherein said step (1-2) is fiuther defined 
as: 

the step of preparing an aqueous emulsion by 
adding 100 

part by weight of component (A), 0.1 to 10 part by 
weight of component (F), and component (G) to the 
aforementioned aqueous dispersion of the filler and 
then stirring and mixing the components; or 
the step of preparing an aqueous emulsion by 
adding 100 

part bv w^eialit of component (A) and 0.1 to 10 part 

by 
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4. A silicone rubber sponge emulsion composition, 

which 

comprises (A) a liquid silicone rubber base 
comprising (a-1) 

a liquid diorganopolysiloxane having at least two 
alkenyl 

groups per molecule or (a-1) a liquid 
diorganopolysiloxane 

having at least two alkenyl groups per molecule and 
(a-4) a 

reinforcing filler, (a-2) an organopolysiloxane 
having at least 

two sihcon-bonded hydrogen atoms per molecule, 

(a-3) a 

platinum catalyst, (B2) an aqueous solution of (b-1) 
a 

water-soluble polymer and (C) an emulsifying 

agent, and in 

which (a-1) to (a-3) or (a-1) to (a-4) in component 
(A) form 

an addition-curable type liquid silicone rubber 

composition, 

component (b-1) and water are contained in a 
proportion 

LaLL^LLL^ LL\JLLl IV/ l\J A.J\J LICU l9 UV WClglll dUU 

component (C) 

is contained in a proportion ranging from 0.1 to 10 
parts by 

weight per 100 parts by weight of the total of (a- 1 ) 
to (a-3) 

{\T tVip tr^tnl itP ( 51-1 ^ to ( 51-^^ in POTnnonf*nt ( 


4. The method of manufacturing a silicone rubber 
according 

to claim 1, wherein said water-soluble polymer that 
is 

contained in component (E) is added in the amount 
of 0.1 to 
5 wt. %. 


7. The siUcone rubber sponge emulsion composition 
according to claim 1, wherein component (b-1) is 

contained 

in component (Bl) in an amount of 0.1 to 5% by 
weight. 


7. The method of manufacturing a silicone rubber 
according 

to claim 1, wherein the aqueous emulsion produced 
in 

the first stage is cured after deaeration. 


10. The method for producing a silicone rubber 

sponge 

emulsion composition according to claim 2, wherein 
component 

(b-1) is contained in component (Bl) or component 
(B2) in an amount of 0.1 to 5% by weight. 


13. A method of preparing an aqueous emulsion for 

use in 

the production of a silicone rubber, said method 
comprising: 

(1 -1) the step of preparing an aqueous dispersion of 
a filler 

poTnnocpH of 1 0 to ^00 nnTt \w AX/piotit of AX/iitPT tViiit 

contains a water-soluble polymer (E), 1 to 40 part 
by 

weight a finely powdered silica filler (B), 0 to 500 
part 

by weight of a conductive filler (C), and 0 to 500 
part 

by weight of a non-conductive inorganic filler (D) 
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excluding the finely powdered silica filler, where 
the 

total amount of components (B), (C), and (D) is 
within 

the range of 1 to 500 part by weight; and 

(1-2) the step of preparing an aqueous emulsion by 

stirring and mixing in an arbitrary sequence the 

aforementioned 

aqueous dispersion of a filler with the following 
components: 100 part by weight of an 
organopolysiloxane 

\/\) luai conuiins in one uioiccuic ai icasi 

two silicon-bonded alkenyl groups and that has a 

\ iscosity of 100 to 500,000 mPa.s at 25' C; 0.1 to 

10 

part by weight of an emulsification agent (F); and a 
curing agent (G). 


11. A method for producing a silicone rubber 
sponge, 

wherein the sihcone rubber sponge is obtained by 

forming a 

moist silicone rubber-like molding by curing the 
silicone 

rubber sponge emulsion composition according to 
claim 1 

and then evaporating water from the molding by 
heating. 


14. A method of preparing an aqueous emulsion for 
use in 

the production of a silicone rubber, said method 
comprising: 

(3-1) the step of preparing an aqueous dispersion of 
a filler 

composed of 10 to 300 part by weight of water that 
contains a water-soluble polymer (E), 1 to 40 part 
by 

weight a finely powdered silica filler (B), 0 to 500 
part 

by weight of a conductive filler (C), 0 to 500 part by 
weight of a non-conductive inorganic filler (D) 
excluding 

the finely powdered silica filler, where the total 
amount of components (B), (C), and (D) is within 
the 

range of 1 to 500 part by weight, and 0.1 to 10 part 
by 

weight of an emulsification agent (F); and 
(3-2) the step of preparing an aqueous emulsion by 
stirring and mixing in an arbitrary sequence the 
aforement ioned 

aqueous dispersion of a filler with the following 

L/iJllip(JilCilLi3. IWW Uol L Uy WClgllL \JL ail 

organopolysiloxane 

(A) that contains in one molecule at least 

two ^^ilipon-hnnHpH allfpnvl (JToiin*! anH tTiat Tifi<s ^ 

L W y.7 olll^Wll UVJllU-^U- aiAX^Lxy L KIULLLIO cLUU LUcLl- ilclo Cl 

viscosity of 1 00 to 500,000 mPa.s at 25' C; and a 
curing agent (G). 


12. The method for producing a silicone rubber 

sponge 

according to claim 11, wherein the silicone rubber 


15. The method of preparing an aqueous emulsion 

for use 

in the production of a silicone rubber according to 
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sponge 

emulsion composition is cured at a temperature 

between 

room temperature and less than 120" C. and the 
cured 

product is heated at 120' C. to 250' C. 


claim 13, 

wherein said water-soluble polymer that is 

contained in 

component (E) is added in the amount of 0. 1 to 5 
wt. %. 


iiic iiiciilou ior prouucmg a aiiiconc ruDDcr 

sponge 

according to claim 11, wherein the silicone rubber 
sponge 

emulsion composition does not contain air bubbles. 


I.O. iiie iiicLiiuci ui iiianuiaciLuuig a siiicune iuddci 
according to claim 3, wherein said water-soluble 
polymer 

that is contained in component (E) is added in the 
amount of 
0.1 to5 wt. %. 


16. The silicone rubber sponge emulsion 
composition 

according to claim 4, wherein component (b-1) is 
contained 

in component (B2) in an amount of 0.1 to 5% by 
weight. 


21. The method of manufacturing a silicone rubber 
according to claim 3, wherein the aqueous emulsion 
produced 

in the first stage is cured after deaeration. 


19. The method for producing a silicone rubber 

sponge 

emulsion composition according to claim 3, wherein 

component 

(b-1) is contained in component (Hi) or component 
(B2) in an amount of 0.1 to 5% by weight. 




20. A method for producing a sihcone rubber 

sponge, 

wherein the sihcone rubber sponge is obtained by 

LXJl 111111^ a 

moist silicone rubber-like molding by curing the 
sihcone 

rubber sponge emulsion composition according to 

claim 4 

and then evaporating water from the molding by 
heating. 





3. While tine claims of the copending application do not specifically show the 
composition of instant claims, it would be obvious to one skilled in the art at the 
time of the invention that, because they are prepared by substantially similar 
methods, they would result in the same composition. Furthermore, the claims of 
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copending application do not mention heating tine composition post-curing, but do 
mention a deliydrating process. 

4. Applicant's attention is drawn to MPEP 804 where it is disclosed that "the 
specification can always be used as a dictionary to learn the meaning of a term in 
a patent claim." In re Boylan, 392 F.2d 1017, 157 USPQ 370 (CCPA 1968). 
Further, those portions of the specification which provide support for the patent 
claims may also be examined and considered when addressing the issue of 
whether a claim in an application defines an obvious variation of an invention 
claimed in the patent , (underlining added by examiner for emphasis) In re Vogel, 
422 F.2d 438,164 USPQ 619,622 (CCPA 1970). 

5. Consistent with the above underlined portion of the MPEP citation, 
attention is drawn to paragraph [0028] wherein copending application further 
discloses that the dehydration process is done via a heat treatment from 100 to 
250° C wherein one skilled in the art would realize that heating between this is 
substantially similar to the range in instant claims. 

This is a provisional obviousness-type double patenting rejection because 
the conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

7. Claims 1-12 and 14-20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Mascliberger et al, US Patent 5,332,762 (hereinafter 
Maschberger). 

8. Regarding claims 1-4, Maschberger discloses a composition for forming 
an elastomeric silicone foam comprising (A) a blowing agent which comprises 
aqueous emulsions containing organopolysiloxanes, emulsifiers, water, and 
thickeners, (B) diorganopolysiloxanes, (C) crosslinking agents, and, if 
appropriate, (D) crosslinking catalysts and (E) fillers (abstract). The 
organopolysiloxane (B) in the composition is of the formula 

(column 5, lines 15-20) wherein n has a value of 0 when the compositions are 
curable by adding Si-bonded hydrogen onto Si-bonded alkenyl groups, and at 
least two of the R2 radicals must be alkenyl radicals, which are preferably vinyl 
radicals (column 6, lines 12-17) which reads on instant (a-1). The thickener used 
is in water. Examples are given such as polyacrylic acids and cellulose ethers 
such as carboxymethylcellulose (column 4, lines 40 - 61), which are suitable 
water-soluble polymers according to instant specification. Furthermore, 
Maschberger discloses that the water may be up to 80% by weight, and the 
thickener up to 40% by weight, which falls within the claimed range and reads on 
(B) and (b-1) (column 5, lines 1-8). The catalysts (D) are preferably platinum 
metal catalysts (column 7, lines 26-30) which reads on (a-3). The crosslinking 
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agent (C) is an organopolysiloxane which contains at least 2, preferably 3, or 
more hydrogen atoms per molecule (column 6 line 57- column 7 line 5) which 
reads on instant (a-2). The emulsifiers of the composition are contained from 1- 
7% by weight (column 5, lines 3-5) which reads on instant (C). Furthermore, 
Example 6 shows the process for making the composition consists of mixing all 
of the components of the composition. 

9. Regarding claims 5-6, 8-9, 14-15, and 17-18, Maschberger further 
discloses that the emulsifiers are nonionic emulsifiers such as fatty alcohol 
polyglycol ethers or polyvinyl alcohols (column 4, lines 30-32). Maschberger also 
discloses examples of the thickener, or water-soluble polymer, as polyacrylic 
acids and cellulose ethers, both of which are acceptable water-soluble polymers 
as disclosed by the instant specification, and would not give unexpected results, 
and are thus deemed anticipatory over the claimed composition. 

10. Regarding claims 7, 10, 16, and 19, Maschberger further discloses that 
the blowing agent comprises 10-50% by weight of an organopolysiloxane, 1-7% 
by weight of an emulsifier, 20-80% by weight water (which, combined, make up 
the aqueous portion of the composition), and, preferably, 10 to 20% by weight of 
a thickener (or instant (b-1)) which, when all of the compositions comprise the 
least amount, contain 4.1 % of the thickener which reads on the claimed 
composition. 

1 1 . Regarding claims 11-12 and 20, Maschberger discloses, in Example 6, 
that the mixed composition is extruded into a foam tube and then further 
vulcanized at 200° C. Furthermore, the process of simultaneously heating and 
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curing, as disclosed by tine instant specification, is substantially similar to the 
curing process of Maschberger and would not give unexpected results, and is 
thus deemed anticipatory over the claimed curing process. 



Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary sl<ill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

13. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 
148 USPQ 459 (1966), that are applied for establishing a background for 
determining obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at 

issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

14. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Maschberger as applied to claims 1 and 1 1 above, and further in view of 
Peoples, US Patent 4,876,805 (hereinafter Peoples). 

15. Regarding claim 13, Maschberger discloses the above composition and 
the above method, but fails to disclose the process of degassing the composition 



to remove air bubbles. 
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16. Peoples discloses an foam cushioning for a shoe (abstract). Furthermore, 
Peoples discloses degassing the composition before mixing, while mixing, and 
also before curing (Polymer Preparation, Column 11, lines 10 - 25). Therefore, it 
would be obvious to one skilled in the art at the time of the invention to have 
degassed the composition of Maschberger for the benefit of further increasing 
the properties of the cushions and foamed mats prepared by the process. 

17. The International Search Report makes reference to Bauman et al, US 
Patent 4,559,369. While the composition is similar to that of instant claims, it 
does not appear to contain the necessary parts by weight. Also, curing occurs 
before the addition of the filler. 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to LINDSAY NELSON whose telephone number 
is (571 )270-7735. The examiner can normally be reached on Monday - 
Thursday, 9 am - 5 pm est. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor. Randy Gulakowski can be reached on (571) 272-1302. 
The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

LN 

/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



